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Disposition of Claims 

4) H Claim(s) 1-19 is/are pending in the application. 
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Art Unit: 2875 

DETAILED ACTION 
Information Disclosure Statement 

1 . The information disclosure statement filed August 23, 2004 fails to comply with 
the provisions of 37 CFR 1.97, 1.98 and MPEP § 609 because the cited reference was 
not identified with an appropriate publication date. Regardless, said reference was cited 
by the Examiner in the PTO-892 form as the patent issued (U.S. Patent D496483 S). It 
has been placed in the application file, but the information referred to therein has not 
been considered as to the merits. Applicant is advised that the date of any re- 
submission of any item of information contained in this information disclosure statement 
or the submission of any missing element(s) will be the date of submission for purposes 
of determining compliance with the requirements based on the time of filing the 
statement, including all certification requirements for statements under 37 CFR 1 .97(e). 
See MPEP § 609.05(a). 

Specification 

2. The disclosure is objected to because of the following informalities: 

a. Page 4, Line 4: Grammatical error - "shows" should read as "shown"; 

b. Page 4, Line 1 1 : Typographical error - "arts" should read as "parts"; 

c. Page 7, Line 12: Grammatical error - "make" should read as "made"; 
Appropriate correction is required. 

Claim Objections 

3. The numbering of claims is not in accordance with 37 CFR 1 .126 which requires 
the original numbering of the claims to be preserved throughout the prosecution. When 



Application/Control Number: 10/823,165 Page 3 

Art Unit: 2875 

claims are canceled, the remaining claims must not be renumbered. When new claims 
are presented, they must be numbered consecutively beginning with the number next 
following the highest numbered claims previously presented (whether entered or not). 

Misnumbered Claims 4-20 have been renumbered 3-19 respectively. Applicant 
is further reminded that the claim dependencies (Claims 7-8, 11-12, 15-19) are 
inappropriate and objected to, and Applicant should amend the claims to ensure that the 
claim dependencies are proper. 

4. Claims 6 and 9-1 0 are objected to because of the following informalities: In Line 
3 of the Claims, the Applicant recites the limitation, "said ball", which lacks antecedent 
basis. Appropriate correction is required. 

5. Claim 19 is objected to because of the following informalities: The Applicant 
recites the limitation, "said legs", which lacks antecedent basis. Appropriate correction 
is required. 



The following claims have been rejected in light of the specification, but rendered the 
broadest interpretation as construed by the Examiner [MPEP 21 1 1]. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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6. Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by Hsu (US 
Patent 6155700). 

7. With regards to Claim 1, Hsu discloses a lamp including: 

- A spherical body [Figure 1: (10)] having a front side containing a light portion 
[Figures 2-7: (11)] and a rear side [Figures 2-7: (12)] containing a pushbutton 
switch portion [Figures 2-7: (70-72, 90-92)]; 

- Whereby the outside of the spherical body includes a substantially entirely 
spherical surface [Figure 1]; 

- Said light portion [Figures 2-7: (1 1 )] having a partially spherical surface that 
forms a continuous part of said spherical surface of said spherical body; and 

- Said pushbutton switch portion [Figures 2-7: (90)] having a partially spherical 
surface that forms another continuous part of said spherical surface of said 
spherical body. 

The functional recitation that "whereby, said lamp, when held by a clamp, can be 
oriented in any position" has not been given patentable weight because it is narrative in 
form. In order to be given patentable weight, a functional recitation must be expressed 
as a "means" for performing the specified function, as set forth in 35 USC § 1 12, 6 th U, 
and must be supported by recitation in the claim of sufficient structure to warrant the 
presence of the functional language. In re Fuller, 1929 CD. 172' 388 O.G. 279. 

8. With regards to Claim 2, Hsu discloses the light portion having a transparent 
window [Figures 2-5: (111) and area adjacent; see drawing below] having said partially 
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spherical surface and at least one light-emitting element [Figures 2-5: (50)] inside said 
window. 




9. With regards to Claim 3, Hsu discloses the light-emitting element inside the 
window being a light-emitting diode [Column 2, Lines 46-47]. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 4-5 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hsu (US Patent 6155700). 
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1 1 . With regard to Claims 4-5, Hsu discloses the claimed invention as cited above. 
In addition, Hsu teaches a transparent window [Figures 2-5: (111) and area adjacent; 
see drawing above] having said partially spherical surface and at least one light-emitting 
element [Figures 2-5: (50)] inside said window, as well as the pushbutton switch portion 
including a switch mechanism [Figures 3-4: (70)] inside/integral with a covering 
membrane [Figures 3-4: (90); Column 3, Lines 18-20], but does not specifically teach 
said covering membrane being flexible. 

However, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to incorporate the membrane out of a flexible material [i.e., 
rubber], since it has been held to be within general skill of a worker in the art to select a 
known material on the basis of its suitability for the intended use. In re Leshin, 125 
USPQ 416. In this case, incorporating the covering membrane out of a flexible material, 
such as rubber, would provide for a tactile button that is soft and easy to identify and 
push. 

12. With regards to Claim 13, Hsu discloses the claimed invention as cited above. In 
addition, Hsu teaches the light portion including a transparent window [Figures 2-5: 
(111) and area adjacent; see drawing above] having said partially spherical surface and 
at least one light-emitting element [Figures 2-5: (50)] inside said window, as well as the 
pushbutton switch portion including a switch mechanism [Figures 3-4: (70)] 
inside/integral with a covering membrane [Figures 3-4: (90); Column 3, Lines 18-20]. 
Hsu does not specifically teach said covering membrane being flexible, nor teaches a 
portion of the spherical body that includes the pushbutton switch portion being 
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removable and replaceable from the rest of the body so as to provide access to the 
interior of the body. 

However, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to incorporate the membrane out of a flexible material [i.e., 
rubber], since it has been held to be within general skill of a worker in the art to select a 
known material on the basis of its suitability for the intended use. In re Leshin, 125 
USPQ 416. In this case, incorporating the covering membrane out of a flexible material, 
such as rubber, would provide for a tactile button that is soft and easy to identify and 
push. 

It also would have been obvious and advantageous to one having ordinary skill in 
the art at the time the invention was made to make the pushbutton switch portion 
removable from the rest of the body, since it has been held that constructing a formerly 
integral structure in various elements involves only routine skill in the art. Nerwin v. 
Erlichman, 168 USPQ 177, 179. In this case, providing a removable switch would 
further facilitate easy access to the electric components within the device. 

Allowable Subject Matter 
13. Claims 6-12 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 
matter: The Applicant has sufficiently claimed and positively defined structure for the 
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clamp mechanism, whereby the prior art fails to teach or suggest the combination of 
structural elements disclosed and claimed herein. 

14. Claim 14 is allowed. 

The following is an examiner's statement of reasons for allowance: The 
Applicant has sufficiently claimed and narrowly defined a lamp apparatus, wherein a 
spherical lamp has a pushbutton switch that is a part of the spherical surface of said 
lamp, and further includes a clamp mechanism that pivotally maintains the spherical 
lamp. The prior art fails to teach or suggest the combination of structural elements 
disclosed and claimed herein. 

15. Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The following references are further cited to show the state of 
the art pertinent to the current application, but are not considered exhaustive: 



Conclusion 



US Patent 5388825 to Myers et al; 



US Patent 6076946 to Brouillette III et al; 



US Patent 6224230 to Roegiers; 



US Patent 6626554 to Rincover et al; 



US Patent D496483 to Christianson. 
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Any inquiry concerning this communication or earlier communications from the 



2207. The examiner can normally be reached on 8:00am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sandra O'Shea can be reached on (571) 272-2378. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). * 



examiner should be directed to Jason M. Han whose telephone number is (571) 272- 



JMH (12/22/2005) 




